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Accordingly, since Applicants filed, and the PTO received, a proper response to the 
October 23, 2003, Office Action, it is respectfully requested that the holding of abandonment be 
withdrawn. 

If any additional information is required, please contact the Attorney for Applicants at the 
telephone number below. 

Respectfully submitted, 
Scott A. Hcnnreck, et aL 



Dated: ^ L t") , 2004 By: 

Robert R. Sachs, Reg. No, 42, 120 
Attorney for Applicants 
Fenwick & West LLP 
Silicon Valley Center 
801 California Street 
Mountain View. CA 94041 
Tel.: (415)875-2358 
Fax: (415)281-1350 
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FENWICK & WEST LLP 
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^ CENTRAL FAX CENTER 
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Confidential 
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Client-Matter No.: 16319-08245 
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Fax No. 


Phone No. 


Box DAC, Commissioner for Patents, 
P. 0. BOX 1450. Alexandria, VA 
22313^1450 


(703) 872-9306 


(703) 305-9285 



From: 



Robert R. Sachs 



Phone: (415) 875-2410 



I Number of Pages with Cover Page: 24 j Original Wil l Not Follow 
Message: 



Petition to Withdraw Holding of Abandonment 
UNDER37 CFR § 1.181 AND MPEP § 711.03(c) 

Applicants: Scott A, Hermreck, et al, 
App. No.: 09/805,321 
Filing Date: March 1 3, 200 1 

Title: System and Metiiod For Tracking Charitable Deductions 

Atty. Diet No. 16319-08245 



CAUTION - CONFIDENTIAL 

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS PRIVILEGED AND CONFIDENTUL 
INFORMATION INTENDED ONLY FOR THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE OR THEIR 
DESIGNEE. IF THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT, YOU ARE HEREBY 
NOl'lFIED THAT ANY DISSEMINATION. DISTRIBUTION OR COPY OF THIS COMMUNICATION IS STRICTLY 
PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR PLEASE IMMEDIATELY NOTIFY 
US BY TELEPHONE AND RETURN THE ORIGINAL MESSAGE TO US AT THE ABOVE ADDRESS VIA THE U S 
POSTAL SERVICE. THANK YOU. 

IF YOU DO NOT RECEIVE ALL OF THE PAGES, OR IF THEY ARE NOT CLEAR, 
PLEASE CALL Larisa Bursbteyn AT (650) M3-5373 AS SOON AS POSSIBLE. 
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0001/PTO U.S. Departmant of Cominerce 
Rev. 1 0/93 Patent and Trademark Office 
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(to be used for ail correspondence during p^ndoncy of 
filed s^pncation) 


ApptiCcib'on Number 


09/805,121 


Rling Date 


March 13. 2001 


First Named Inventor 


Scott A. Hermreck 


Group Art Unit Number 


3627 


Examiner Name 


Bryan J. Jaketic 


Total Number of Pages In This Submission 


23 


Attorney Docket Number 


16319-08245 



ENCLOSURES 



(check all that apply) 

□ Issue Fee Transmittal 

□ Letter to Chief Draftsperson 
n Formal Drawing(s): 

[ ] Sheet(s) of ngure(s) [ I 
Appeal Communication to Board of Appeals and 
Interferences 

Appeal Communication to Group 
(Appeal Notice, Brief, Reply Brief) 

Certified Copy of Priority Document(5) 
Copy of the return receipt postcard stamped at 
USPTO on March 26, 2004 

IS Petition to Withdraw Holding of Abandonment 

Under 37 CFR § 1.181 and MPEP § 711.03(c) 



□ Fee Transmittal Fomn On duplicate) 
n Check Endosed 

0 Return Receipt Postcard 
Response to Notice to File Missing Parts 
Assignment & Recordation Cover Sheet 
Declaration 
Power of Attorney 
Appfioation Data Sheet 

information Disctosure Statement & PTO-144$ 
Q Copies of IDS Cited Referenoes 

n Request for Corrected Filing Receipt 

1 I Request for Correction of Recorded Assignment 
n Amendment/Response: [ 1 Page(s) 

I I After Final 
O Status Request 

n Revocation and Substitute Power of Attorney 



□ 
□ 
□ 



Copy of Amendment as filed on March 22, 2004 



Copy of the Notice of Abandonment 



REMARKS: 



SIGNATURE OF ATTORNEY OR AGENT 


Signature: 




Attorney/Flep. No.: 


Robert R. Sachs, Rag. No. 42,120 


Dated: June I'J^ ,2004 



CERTiFICATE OF FACSIMILE TRANSMISSION 



\ hereby certify that this correspondence/ including the enclosures identified above, Is being transmitted on the date shown 
below vfa facsimile to: BOX DAC. Commissioner tor Patents, , P.O. Box 1450, Alexandria, VA 2231 3-1450 at the facsimile 
number indicated beiow. 




Signature: 



Typed or Printed Name: Robert R- Sachs 



Dated: 



June 



IT 



.2004 



Facsimile Number: 



1-703^72-9306 
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Duw i/H 1 u u.b. Department or COrtftineTce 
Rev. 1 0/95 Patent and Trademark Offlca 

TRANSMITTAL FORM 

(to be utod fbr all correspondence during pendency of 
filed application) 


Application Number 


09/805,321 


riling paio 


March 13, 2001 


Rrst Named Inventor 


Scott A. Hermreck 


Group Art Unit Number 


3627 


Examiner Name 


Bryan J. Jaketic 


Total Numbor of Pages in This Submission 


18 


Attorney Docket Number 


16319-08245 



ENCLOSURES (Check all that apply) 



13 Fee Transmittal Form (In dupDcate) 

Q Check Enclosed 
^ Return Receipt Postcard 
n Response to Notice to File Missind Parts 
n Assignment & Recordation Cover Sheet 
n Declaration 
I I Power of Attorney 
Q Application Data Sheet 

O Information Disclosure Statement & PTO/SB/06A 

Copies of IDS CHed Referencafi 
n Request for Corrected Filing Receipt 

0 Request for Correction of Recorded Assignment 
^ Amendment: [i4lPa9e(s) 

□ After nnaJ 
rn Status Request 

1 I Revocation and Substitute Power of Attorney 



□ 
□ 
□ 

□ 

□ 

n 
□ 
□ 

□ 
□ 
□ 
□ 
□ 



Issue Fee Transmittal 
Letter to Chief Draftsperson 
Fonnat Drawing(s): 

[ ]Sheet($)ofFigureCs)[ ] 
Appeal Communicatton to Board of Appeals and 
Interferences 

Appeal Communication to Gieup 
(Appeai Notice, Brief, Repty Brief) 

Certified Copy of Priority Document(3) 
After Allowance Communlcdtlon to Group 



REMARKS: 



SIGNATURE OF ATTORNg? OR AGENT 


Signature: 




Attorney/Reg, No.: 


Rimma Budnltsk^ya, Reg. No. 48^37 Dated: | March 22, 2004 


CERTIFICATE OF MAILING 



I hereby certify ttiattni? correspondence, tndudtns ine enctofium« identHied above, is being deposited w(th the United States Postal Service ae 
fu^ class mail In an envelope addressed to: CommisslonGr fbr Patents, P.O. Box 14€0, A[e}(Bndria. VA 2231^-1450 on the data shewn batow. 
If the Expire Mall MalTing Number b filled In below, then tHls correspondepce Is being deposited the Ur^ted States Postal Seivioe 
"gxpTBss Mail Post Office to Addressee" sen/Ice pursuant to 37 CFR l-IOT 




Signature: 



Typed or Printed Name: Rtmma Budnitskaya 
Express llteil Mailing Number (optfona/); | 



Dated: | March 22, 2004^ 
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FEE TRANSM>TTAL 
for FY 2004 

Patent fiees are subject to annual revision. 


Comolete if Known 


Application Number 


09/805.321 


Filing Date 


March 13^ 2001 


First Named Inventor 


Scott A. Hemireck 


Examiner Name 


Bryan J. Jaketlc 


□ Applicant claims small entity status. Sea 37 CFR 1.27 


Art Unit 


3827 


Total Amount Of Payment ($) 420,oo 


Attorney Docket No. 


16319-08245 



METHOD OF PAYMENT (check aD that apply) 



FEE CALCULATION (continued) 



□ Check □ Credit Card □ Wtoney Order □ Otha- □ None 
^ Deposit Account: 

Deposit Account Number 



Deposit Account Name 



19^2555 



Fenwick & West LLP 



The Commtsslonor Is Authortzad to; (check Qtl that oppfy) 

□ Charge fee(e) Indicated batow ^ Credit any oveipayments 
^ Char^ all require fee(3) or any underpayment of reB(Q) due 

under 07 CFR §1 . 1 9 or §1 . 1 7 during the pendency of this 
appircation 

□ Cnarge fdo^s) indtcatBd except for the filing Mb 

to the abova-Wentified dBpaaft acoount. 



fBB CALCULATION 



1. BASIC FILING FEE 
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SmaD Entity 




Fee 


Fee 
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Utility filing fQO 
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Ptsnt filing fee 
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Reissue filing fee 
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Provisional riling fee 
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($) 0,00 



2. EXTRA CLAIM FEES FOR UTIUTY AND REISSUE 



Large Entity 
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Code 
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0 
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2203 146 
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"Reissue Independent claims over 
original patent 
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SUBTOTAL (2) {$) Q.OO 
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3. ADDITIONAL FEES 
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Fee 


Fee 


Fee 


Pee 


Code 
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1053 
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1,840' 


1B05 


1,840* 


1251 
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55 


12S2 


420 
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1253 


050 


ZZ33 


475 


1254 


1,490 


2254 
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1255 


2,010 


2255 


1.005 


1401 


330 


2401 


165 


1402 


330 


2402 


165 


1403 


230 


2403 


145 


1451 


1.510 


1451 


1.610 


1452 


110 


2452 


55 


1453 


1.330 


2453 


665 


1501 


1,330 
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365 


1502 


480 


2502 


240 


1503 
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2503 


320 


1460 


130 


1460 
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1807 


50 


1807 


50 


180B 


180 


1806 


180 


8021 


40 


8021 


40 


1800 


770 


2809 


385 


1810 


770 


2810 


386 


1001 


770 


2Q01 


385 


1802 


900 


1602 


900 
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Non-En^llsh specification 

For fiDng a raqusst for ex pq/fe reexamination 

Requesting publication of StR pdor to Examiner action 
Requesting pubSealion of SIR after Eieamtner action 

E^nsion for reply within firet month 
Extension fCr reply within second month 
Extension for reply wtthln third month 
Extension for reply wllhln fourth month 
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Notice or Appeal 

Filing a brief In support of an appeal 

Request for oral hearing 
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Petifion to revive - unavoidstjla 

Petition to revive - unintantxanal 

Utility iswiB fee (or reissue) 

Design Issue fee 

Plant iaaue fee 

Petitions to the CorrOTiIssloner 
Processing ftee under 37 CFR 1.17(g> 
Submission of information Disclosure Stmt 

Reoofding each patent aaaignment per property 

(times number of properties) 
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(37 CFR 1.129(^) 

For each additional Invention to be examined 

(37 CFR 1.129(b)) 

Request for Cortttnued ExarninafiDn (RCE) 

Reque&t fof eacpedited examination of a design 
application 
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SUBTOTAL (3) |($) 420.00 
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SYSTEM AND METHOD FOR TRACKING CHARITABLE DEDUCTIONS 

Biyan J. Jaketic 
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580745.004 
16319-08245 



RECEIVED 

CENTRAL FAX CENTER 

JUN 1 7 2004 

OFFICIAL 



CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited with the United States Postal Sendee as first class mail in on 
envelope addressed to; Commissioner For Patents, P. O. Box 1450, Alejundria, VA^23 13-1450, on the date shown below: 

Dated: Mareh 22. 2004 By: 

Rimma Budnitskaya, Reg. No. 48, 237 



COMMISSIONER FOR PATENTS 
P. O. BOX 1450 

ALEXANDRIA, VA 22313-1450 



SIR: 



AMENDMENT 



In response to the Office Action mailed October 23, 2003, please amend the above- 
identified application as follows: 
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Amendments to the Claims 

Please amend the claims as follows: 

1 . (cmrently amended) A computer implemented method for tracking charitable 
donations, said method comprising the steps of: 

storing in memory data indicative of one or more donations and a tax-deductible 
valuation associated with each said donation for a current tax year and at least one previous tax 
year; 

prompting a user to select one or more of said donations that has been charitably donated 
in one of said tax years and to indicate the tax year in which the selected donation was donated; 

retrieving the tax-deductible valuation associated with said selected donation for the 
indicated tax year from memory; and 

storing said selected donation, indicated tax year and retrieved tax-deductible valuation in 
said memory in association with each other. 

2. (currently amended) The comnuter-imp l ementi^ii method of claim 1 , wherein said 
donations include non-cash item donations, monetary donations, financial securities donations, 
mileage donations, and out-of-pocket expense donations. 

3. (currently amended) The computer^mplemented method of claim 1, wherein at 
least one of said donations comprises a non-cash item donation and said method further 
comprises the steps of: 

receiving sales data periodically from one or more partner servers, wherein said partner 
servers are programmed to electronically collect sales data of items sold; and 
App. No, 09/805,321 2 

16319/08245/SF/51 16423,1 

PAGE 1 D/24 ' RCVD AT 611 712004 3:40:46 PM [Eastern D^^^^ 



OS-ir-2004 12:45PM FROWhFENWlCK^WEST SF +14153950879 T-012 P. 011/024 F-345 

PATENT 

calculating a tax-deductible valuation in accordance with tax authority guidelines for each 
of said donations based on said sales data. 

4. (currently amended) The computer-implemented method of claim 3, wherein said 
sales data is received via a communications network 

5. (cuirently amended) ITae computer-implemented method of claun 1 , further 
comprising the steps of: 

totaling the tax-deductible valuations associated with all donations for the tax year in 
categories based upon non-cash item, monetary, mileage, financial securities and out-of-pocket 
donations; and 

exporting the category totals electronically into an income tax retum for said tax year. 

6. (currently amended) The computer-implemented method of claim 5, further 
comprising the steps of: 

calculating whether the total amount of non-cash item charitable donations is sufficient to 
require filling out IRS Non-cash Charitable Contributions form and 

notifyiDg the user if IRS Non-cash Charitable Contributions form 8385 is required. 

1, (currently amended) The computer-implemented method of claim 1, further 
comprising the step of updating said memory with a current set of data indicative of said one or 
more donations and a current tax-deductible valuation associated with said donations. 

8. (cuirentiy amended) The computer-implemented method of claim 1 , further 
comprising the step of presenting the user with infomiative data based upon said donations 
selected by the user. 

9, (cuirentiy amended) The computer-implemented method of clainA 8, wherein said 
informative data includes marketing infbnnation and tax tips. 

App. No. 09/805,321 3 

163l9/08245/SF/5tl6423.1 

PAGE11/24*RCVDAT6/1712fl04 3:40:46 PM [Eastern Da^^^^ 



06-17-2004 12:45PM FROM-FENWICKAffEST SF +14153950879 T-012 P. 012/024 F-345 

PATENT 

1 0. (currently amended) A system for dfetermmmg a tax-deductible valuation of 
charitable donations, d e t e rmining a tax d e ductible - voluo of charitabl e donationa for inoomo tax 
de duction purposes for one or mor e tax -y cag s; said system comprising: 

one or more partner servers having at least one data source where used items are sold, 
wherein said partner servers are adapted programm ed to electronically capture sales data of items 
sold at said data source; 

a sales history database for storing the sales data of used items: and 

a system serve r adapted to: inoluding a m e mory for s toring said galor; data^ wherein s aid 
syst e m s e rv - or ia programm e d to : 

poriodioally rec e iv e aaid solos data firom said partner - sorvor; and stor e s aid sal e s data - m - 
said memory r 

periodically receive the captured sales data from the partner servers^ 
determine a tax-deductible valuation of the used items based on the 

aggregate sales data of the used items- 
receive a user selection of a used item that has been charitably donated and 

a vear in which the donation was made, 

retrieve a tax-<ieductible valuation associated with the selected donated 
item for the indicated tax vear, and 

provide the tax-deductible valuation to the user. 



1 1 . The system of claim 1 0, herein said sales data for each item includes an item 
description, date of sale and amount of sale. 

12. The system of claim 10, \^erein said data sources are Internet auction web sites. 
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13. The system of claim 10, wherein said data sources are retail shops that sell used 

goods. 

14. The system of claim 10, wherein said sales data is electronically captured during 
sales transactions. 

15. (currerrtly amended) The system of claim 10, wherein said system server is 
accessible by users via a communications network and further programmed to provide a search 
engine that allows a user to search said database m e mory to locate said sales data corresponding 
to an item that has been charitably donated. 

16. The system of claim 10, wherein said system server is further programmed to 
calculate a tax-deductible valuation for said items sold. 

17. (currently amended) The system of claim 16, wherein said system server is further 
programmed to prompt a user to select one or more of said items sold that the user has charitably 
donated; 

retrieve said tax-deductible valuation for said selected item; and store said tax-deductible 
valuation and said selected item in said memory in association with each other. 

1 8. The system of claim 10, wherein said system server is further programmed to 
create an export file containing information pertaining to charitable donations for importing imo 
an electronic tax preparation application. 

1 9. (currently amended) A computer- impl emented method for tracking charitable 
donations, said method comprismg the steps of: 

storing in a memory data indicative of one or more non-cash items and a tax-deductible 
valuation associated with each said item; 

prompting a user to select any items that have been charitably donated; 

App. No. 09/805,321 5 

1 63 19/0824S/SF/51 16423,1 

PAGE 1 3124 * RCVD AT 6/1 7/2004 3:40:46 PM [Eastern Da^^^^^ 



06-17-2004 12:46PM FROk^FENWlCKAWEST SF +14153950879 T-D12 P. 014/024 F-345 

PATENT 

prompting a user to input any other non-cash item donations that have been cjharitably 
donated in addition to the selected items; 

retrieving the tax-deductible valuation associated with each said selected item and non- 
cash item donation &om said memory; 

calculating the total tax-deductible valuation associated with all selected items and other 
aon-cash item donations; 

determining \\iiether said tax-deductible valuation is sufficient to require fxlling out IRS 
Non-cash Charitable Contributions form «2»^; and 

infonning the user if IRS Non-cash Charitable Contributions form «S83^ is required. 

20. (currently amended) The comnuter-implemented method of claim 19, further 
including the step of importing non-cash item charitable donation information into IRS Non-cash 
Charitable Contributions form 8 2 8 3 if required. 

21 . (currently amended) The computer-implemented method of claim 1 9, fiirther 
including the steps of: 

receiving periodically an aggregation of sales data from one or more partner servers^ 
wherein said partner servers having at least one data source where items are sold; 

calculating a current tax-deductible valuation for said plurality of items; and 
updating said memory with said current tax-deductible valuation for said plurality of 

items. 

22. (currently amended) The computer-hnplemented method of claim 2 1 ^ wherein 
said sales data includes an item description, date of sale and sale amount for each item. 

23 . (currently amended) The computer-implemented method of claim 1 9, further 
including the steps of: 
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creating aa export file comprising tax iafbnnation pertaining to non-cash item charitable 
donations, wherein said export file is fonnatted in accordance with the requirements of a tax 
preparation application; and 

exporting said file to said tax preparation application. 

24, (currently amended) The computer-^implemented method of claim 19, further 
including the steps of updating said memory with data indicative of said one or more items and a 
current tax-deductible valuation associated with each said item; 

replacing said tax-deductible valuation associated with each said selected item with said 
current tax-deductible valuation; and 

storing said current tax-deductible valuation and said selected item in said memory in 
association with each other. 

25. (currently amended) A computer-implemented method for tracking charitable 
donations, said method comprising the steps of: 

storing in a memory a first set of data indicative of one or more donations and a tax- 
deductible value associated with each said donation for a previous tax year; 

prompting a user to select one or more donations that have been charitably donated in a 
current tax year; 

storing said selected donation and said current tax year in said memory in association 
with each other, and 

updating said memory with a second set of data indicative of one or more donations and a 
tax-deductible value associated with each said donation for said current tax year, wherein said 
updating comprises: 

retrieving fix)m memory said selected donation donated in said current year; 
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applying a cunenl year tax-deductible value to said selected donation; and 

storing said current year tax-deductible value, said selected donation, and said cuirent 
year in said memory in association with each other. 

26. (currently amended) The computer-implemented method of claim 25, further 
comprising the steps of: 

prompting the user to enter information sufficient to determine an applicable tax rate; 

calculating the total of said current year tax-deductible values; 

calculating the total amount of tax savings based upon said tax-deductible values and said 
applicable tax rate of said year, and 

d i splay displaying said total amount of tax savings. 

21. (currently amended) The computer-implemented method of claim 25, further 
comprising the step of updating said memory with chatiges to taxing authority gfuidelines, 

28. (currently amended) The computer-implemented method of claim 25, further 
comprising the steps of: 

providing informative data to the user depending upon input of the user. 

29. (currently amended) The computer-implemented method of claim 28, wherein the 
ijifoimative data includes marketing information, 

30-39 (canceUed). 

40. (new) A computer-implemented method for determining a tax-deductible 
valuation of charitable donations of used items, the method comprising: 

receiving, fiom an on-line marketplace selling used items, sales data of the used 

items, the sales data including a sales price of an item and an item description; 
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deteimining a tax-deductible valuation of the used items based on aggregate sales data 
of tbe used items; 

receiving a user selection of a used item that has been charitably donated and a year in 

which the donation was made; 
retrieving a tax-deductible valuation associated with the selected donated item for the 

indicated tax year; and 
providing the tax-deductible valuation to the user. 

4L (new) A system for detemining a tax-deductible valuation of charitable donations 
of used items, the system comprising: 

a partner server adapted to receive, from an on-line marketplace selling used items, 
sales data of tlie used items, the sales data including a sales price of an item 
and an item description; and 
a central server adapted to: 

determine a tax-deductible valuation of the used items based on aggregate 

sales data of the used items, 
receive a user selection of a used item that has been charitably donated and 

a year in which the donation was made, 
retrieve a tax-deductible valuation associated with the selected donated 

item for the indicated tax year, and 
provide the tax-deductible valuation to the user. 
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REMARKS 

Claims 1-39 were pending in this action. Claims 30-39 have been cancelled. Claims 40 
and 41 have been added. 

Claim Objections 

Claim 2 1 is objected because of a minor lypographical error. Claim 2 1 is amended to 
correct the error, changing "at least data store" to "at least one data store." 

Rejections Under If? U.S.C. S 112. second paragrap h 

Claims 6 and 19-24 are rejected under 35 U.S.C. § 1 12, second paragraph. 

Claims 6, 19, and 20 were rejected because they recite the limitation 'TRS form 8283," 
Claims 6,1 9, and 20 have been amended to recite "IRS Non-cash Charitable Contributions Form" 
instead. 

Claim 23 has been rejected because it recites "said export file", which is asserted to lack 
an antecedent basis. Claim 23 has been amended to provide an antecedent basis for "said export 
file." 

Rejections Under 35 tJ-S-C. S 101 

Claims 1, 2, 7-9, 19, 20, 23-29, 36-39 are rejected under 35 U.S.C. § 101 as being 
directed to unpatentable subject matter. Applicants have amended claims 1-9 and 19-29 to lecite 
a "computer-implemented method." Applicants respectfully submit that claims 1-9 and 19-29, as 
amended, recite statutory subject matter. Claims 36-39 have been cancelled. 

Rejections Under 35 U.S.C. S lOSTa^ 

Claims 1, 2, 5-9, 19, 20, 23-29, and 36-39 are rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over CASH for Your Used Clothing (Client Valuation Services, 2000) (hereinafter 
referred as "Cash") over Thomas. Although the Examiner indicated in the Office Action that the 
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rejection of tbe above-referenced claims was in view of the 1999 edition of Cash, the Examiner 
provided a 2000 edition of the reference. Applicants respectfially traverse the rejection. 
Claim 1 as amended recites: 

A computer-implemented method for tracking charitable 
donations, said method comprising the steps of: 

storing in memory data indicative of one or more donations and a 
tax-deductible valtiatton associated with each said donation for a current 
tax year and at least one previous tax year; 

prompting a user to select one or more of said donations that has 
been charitably donated in one of said tax years and to indicate the tax 
year in which the selected donation was donated; 

retrieving the tax-deductible valuation associated with said 
selected donation for the indicated tax year from memory; and 

storing said selected donation, indicated tax year and retrieved 
tax-deductible valuation in said memory in association with each other. 

Generally, claim 1 descaibes a computei^implemented method for recording and tracking 
charitable donations over a period of one or more years. A user is allowed to select, from a 
computer memory, a donation and a year in which the donation was made. A tax-deductible 
valuation associated with the selected donation for the tax year is retrieved. The selected 
donation, the corresponding tax year and the tax-deductible valuation are stored in a computer 
memory in association with each other. Each of amended claims 19 and 25 recite "storing in 
memory ../'step. 

The claimed invention provides a number of advantages over conventional methods for 
tracking charitable deductions. For example, the claimed invention allows a taxpayer to track 
charitable donations over a period of miJtiple years in a computer implemented process. 

Cash does not disclose the claimed inventioru Cash is a paper manual and recordkeepmg 
book that provides a guide to non-cash charitable donations for taxpayers (see page 2). Cash 
merely provides a list of charitable donations only for the current calendar year (see page 17) 
(emphasis added). Because Cash is a recordkeeping book. Cash only enables (and thx^ only 
teaches) taxpayers to manually record in the booklet individual quantities of donated items and 
to manually calculate the aggregate value of the donated items (see page 8) (emphasis added). 
Cash, however, does not disclose or suggest any computer memory structure for storing "one or 
more donations and a tax-deductible valuation associated with each donation." 
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As the Examiner acknowledged. Cash does not disclose or suggest storing data indicative 
of one or more donations and a tax-deductible valuation associated with each said donation for at 
least one previous tax year. Rather, Cash provides a Ust of "certified market valuations only for 
the cmrent calendar year'* (see, for example, page 17). In contrast, the claimed invention, stores 
tax'deductible valuations for a "current tax year and at least a previous tax year" (emphasis 
added). Thus, since Cash does not disclose or suggest at least the "storing" step of claims 1,19, 
and 25, these claims are patentable over Cash. 

The addition of Thomas does not cure tiie defects of Cash. Its appears that the Examiner 
did not realize that the Thomas article merely describes the very Cash reference itself. On page 
2, Thomas references the Cash publication by its name CASH for Your Used Clothing, and on 
page 3, identifies "Client Valuation Services" as the publisher of CASH for Your Used Clothing. 
Indeed, Thomas discloses on page 2: "Cash For Your Used Clothing" . . .provides step-by-step 
instruction on what to do and, most importantly, what specific items are worth." Thomas then 
gives some examples firom Cash. 

Because Thomas is merely describing Cash itself, Thomas does not disclose or suggest 
anything more than Cash already does. Contrary to the Examiner's assertion, Thomas does not 
disclose «a collection of valuation data for previous years," Again, since Thomas is nothing more 
than a summary of Cash and Cash does not disclose or suggest "storing in memory tax- 
deductible valuation associated with the current tax year and at least one previous year 
(emphasis added), Thomas does not disclose or suggest the claimed features. 

Further, the combination of Cash and Thomas provides nothing beyond Cash itself, since 
Thomas merely summarizes Cash in a descriptive feshion, and makes no suggestion or 
recommendation as to how to extend or further implement Cash. In addition. Applicants 
traverse the Examiner's assertion that "it would have been obvious" to combine tiie teachings of 
Cash and Thomas. Neitiier of the references contains any teachings, suggestion or motivation to 
combine one with the other, either explicitly or implicitly. That is, there is no motivation to 
combine a reference witii a description of tiie reference (a.g., one would not combine a patent 
with its own abstract). 

Since neither of the references discloses or suggests tiie claimed invention, either alone or 
in combination, claims 1, 19. and 25 are patentable over the cited references. 
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Claims 2-9, 20-24, and 26-29 depend either directly or indirectly &om independent claims 
1,19^ and 25 and derive their patentability at least in part from the independent claim from which 
they depend. 

Claims 10-16 and 30-35 are rejected imder 35 U.S.C. § 1 03 (a) as being unpatentable 
over Vig. Claim 10 has been amended. Claims 30-35 have been cancelled. 

Claim 10, as amended, recites: 

A system for determining a tax-deductible valuation of charitable donations, said 
system comprising: 

• one or more partner server^- having at least one data source where used items are 
sold, wherein said partner servers are adapted to electronically capture sales data of 
items sold at said data source: 

a sales history database for storing the sales data of used items; and 
a system server adapted to: 

periodically receive the captured sales data from the partner servers, 
determine a tax-deductible valuation of the used items based on the 

aggregate sales data of the used items, 
receive a user selection of a used item that has been charitably donated 

and a year in which the donation was made, 
retrieve a tax-deductible valuation associated with the selected donated 

item for the indicated tax year, and 
provide the tax-deductible valuation to the user. 

Generally, amended claim 10 describes a system for electronically capturing sales data of 
used items from data sources and determining a tax-deductible valuation of used items based on 
the sales data of the used items. Each of claims 40 and 41 recites **detennine a tax-deductible 
valuation of the used items based on the aggregate sales data of the used items/' 

Vig does not disclose or suggest the claimed invention. Vig merely discloses a method 
for artwork appraisal by which a predicted price of a target artwork for which appraisal is sought 
is determined based on the imaginary "normal" artwork by the same artist Vig neither teaches 
nor sxiggests **one or more partner servers ... adapted to electronically capture sales data of 
items sold at said data source " (emphasis added)* Rather, Vig teaches that once an artwoA of a 
particular artist is sold, sales data is entered manually by an operator (see col, 20, lines 53-57) 
(emphasis added). 

As the Examiner acknowledged, Vig does not disclose or suggest " a system server 

adapted to determine a tax-deductible valuation of the used items based on the aggregate sales 

data of the used items, " The Examiner asserts, however, that it is "common in the art to use 
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valuations for tax purposes," Applicants respectively request that the Examiner provide a 
reference and/or affidavit proving that detennining a tax-deductible valuation of the used items 
based on the aggregate sales data of the used items of w*ich the Examiner has taken Official 
Notice are "capable of instant and unquestionable demonstration as to defy dispute." as required 
by MPEP 2144.03. 

Since Vig does not disclose or suggest the features recited in claims 10, 40, and 41, these 
claims are patentable over Vig. 

Claims 11-18 depend either directly or indirectly from independent claim 10 and derive 
their patentability at least in part from the independent claim from which they depend- 

For these reasons. Applicants respectfully submit that all the pending claims are 
allowable over the cited art of record and requests that the Examiner allow the case. 

Respectfully submitted, 

SCOTT A. HERMRECK. ET AL. 



Dated: March 22, 2004 By: 




Rimma Budnitskaya, Reg, No. 48, 237 

Attorney for Applicants 

Fenwick & West LLP 

Silicon Valley Center 

801 California Street 

Mountain View, C A 94041 

Tel: (415)875-2401 

Fax: (415)281-1350 
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- The imfUNG DATE of this communication appears on tho cover shoot with the corrsspondonco addr^ss^ 
This application is abandoned in view of; 

1. 13 Applicant's failure to timely file a proper reply to the Office letter maiJed on 23 Octobor20O3. 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on . but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejectioa 

(A proper reply under 37 CFR 1 .1*13 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but ft does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejecUon. See 37 CFR l,85(a) and 1.111. (See explanation in box 7 below). 

(d) IS No reply has been received. 

2. □ Applicant's fiaiiure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 
from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee. if applicable, was received on (with a Certificate of Mailing or Transmission dated 

1 which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (FTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The Issue fee required by 37 CFR 118 is $ . The publication fee, if required by 37 CFR 1.15(d). is $ 

(c) □ The issue fee and publication fee. If applicable, has not been received. 



SO Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in. the NoUc© of 
Allowability (PT0^7). 

(a) □ Proposed con-ecled drawings were received on _ 

after the expiration of the period for reply. " 

(b) n No corrected drawings have been received. 



. (with a Certificate of IVtailing or Transmission dated . 
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4- □ Tho letter of express abandonment which rs signed by the attorney or agent of record, the assignee of the entirB Interest, or all of 
the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and interference rendered on , and because the period for seeking court review 

of the decision has expired and there are no allowed claima 

7. □ The reason(s) below: 
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